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status 

1)13 Responsive to communication{s) filed on 25 August 2004 . 
2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 . 453 O.G. 21 3. 
Disposition of Ciaims 

4) S Claim(s) M5 is/are pending in the application 

4a) Of the above claim(s) 

5) n Claim(s) is/are allowed 



is/are withdrawn from consideration. 



6) S Claim(s) 1-8 and 11-15 is/are rejected. 

7) 13 Claim(s) 9 and 10 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 85(a) 
. . .r-1 ^^'"^'"9 '"^'"^'"9 co^^e«=«on ^ required If the drawing(s) is objected to. See 37 CFR 1 121(d) 

1 1 )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S C S 1 19(a)-(d) or (f) 
a)l3AII b)n Some *c)n None of: ^ 
1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office acfion for a list of the certified copies not received 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

^i'S in''«!?"nr' P^*®?*®'^ °' '^^^''"^'^ ^ P""*^<^ publication in this or a foreign country or in public 
States ' "^'^ *° ''^'^ °f ^PP'i<=^"°" fo'p-tent l^^the uSted 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth ,n section 1 02 of this title, if the differences between the subject matter sought to bTpatentL and 
the prior art are such that the subject matter as a whole would have been obvfous at the tK^^^ 

^r„*;°MT'n'^ '^^'"^ ^^^^'"^^ ^ which said sublLTrSroerLins 

Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1. 148 

USPQ 459 (1 966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 1 03(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art 

2. Ascertaining the differences between the prior art and the claims at issue 

3. Resolving the level of ordinary skill in the pertinent art 
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4. Considering objective evidence present in the application indicatinq 
obviousness or nonobviousness. 

3. Claims 1-8, 13-15 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the altemative, under 35 U.S.C. 103(a) as obvious over Hiroshi et al. (JP 8-334939). 

The invention of claims 1-8, 13-15 relates to an elastomer composition 
containing a rubber or/and a thermoplastic elastomer as a main component thereof 
and a reinforcing filler dispersed in said rubber or/and said thermoplastic elastomer, 
wherein a T2 relaxation time (spin-spin relaxation) of a bound rubber formed in a 
portion which is disposed in close vicinity to said rubber or/and said thermoplastic 
elastomer and said reinforcing filler and includes an interface there between is set to 
not less than 250 ps nor more than 400 ps. 

Hiroshi et al. (Abstract; Page 8. Table) disclose EPDM rubber compositions 
comprising carbon black as a filler and an organic peroxide. Further. Hiroshi et al. (page 
8, Table 2) clearly disclose that the disclosed compositions have JIS A hardness values 
of 27. Therefore, in view of the substantially identical composition and the substantially 
identical JIS A hardness values, the examiner has a reasonable basis to believe that the 
claimed "T2 relaxation time (spin-spin relaxation) of a bound rubber formed in a portion 
which is disposed in close vicinity to said mbber or/and said thermoplastic elastomer 
and said reinforcing filler and includes an interface there between is set to not less than 
250 PS nor more than 400 ps\ and that "the bound rubber is subjected to influence of a 
molecular motion generated by an interaction between the rubber or/and said 
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thermoplastic elastomer and said reinforcing filler in said portion that is disposed in 
close vicinity to said rubber or/and said thermoplastic elastomer and said reinforcing 
filler and includes said interface therebetween" are inherently possessed in Hiroshi et al. 
Since the PTO does not have proper means to conduct experiments, the burden of 
proof is now shifted to applicants to show othenA/ise. In re Best, 562 F.2d 1252, 195 
USPQ 430 (CCPA 1977); In re Fitzgerald, 205 USPQ 594 (CCPA 1980). 

Regarding claim 15 which claims using the claimed rubber roller as a roller for 
paper-feeding roller or a film-feeding roller, applicants must recognize that a recitation of 
the intended use of the claimed invention must result in a structural difference between 
the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use. then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey. 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458. 459 (CCPA 
1963). 

4. Claims 1-2, 5-8. 13-15 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the altemative, under 35 U.S.C. 103(a) as obvious over Kazuhisa et al. (JP 2000- 
248133). 
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HiroshI et al. (Abstract; col. 7-8. Table 5) disclose EPDM rubber compositions 
comprising carbon black as a filler and an organic peroxide. Therefore, in view of the 
substantially identical composition, the examiner has a reasonable basis to believe that 
the claimed "T2 relaxation time (spin-spin relaxation) of a bound rubber formed in a 
portion which is disposed in close vicinity to said rubber or/and said thermoplastic 
elastomer and said reinforcing filler and includes an interface there between is set to not 
less than 250 fjs nor more than 400 //s", and that "the bound rubber Is subjected to 
influence of a molecular motion generated by an interaction between the rubber or/and 
said thermoplastic elastomer and said reinforcing filler In said portion that is disposed in 
close vicinity to said rubber or/and said thermoplastic elastomer and said reinforcing 
filler and includes said interface therebetween" are inherently possessed in Hiroshi et al. 
Since the PTO does not have proper means to conduct experiments, the burden of 
proof is now shifted to applicants to show otherwise. In re Best, 562 F.2d 1252, 195 
USPQ 430 (CCPA 1977); In re Fitzgerald, 205 USPQ 594 (CCPA 1980). 

Regarding claim 1 5 which claims using the rubber roller as a roller for paper- 
feeding roller or a film-feeding roller, applicants must recognize that a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably disfinguish the claimed 
invenfion from the prior art. If the prior art structure is capable of performing the 
intended use. then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
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In re Casey. 152 USPQ 235 (CCPA 1967) and In re Otto. 136 USPQ 458. 459 (CCPA 
1963). 



5. Claims 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kazuhisa et al. (JP 2000-2481 33). 

Set forth from paragraph 4 of instant office action, the compositions of claims 1 1 ■ 
12 are very similar to the compositions of Kazuhisa et al. 

The difference between the invention of claims 1 1-12 and Kazuhisa et al. is that 
Kazuhisa et al. are silent that the reinforcing filler is not less than 150% nor more than 
300%. 

However. Kazuhisa et al. (col. 7-8, Table 5) clearly indicates that the amount of 
carbon black used in the disclosed EPDM composition is a result effective variable for 
hardness (JIS-A). Therefore, motivated by the expectation of success of further 
optimizing the hardness properties of the disclosed composition for use in rubber roller 
application, it would have been obvious to one of ordinary skill in art to use roufine 
optimization techniques to optimize that amount of carbon black of the composition 
teachings in Kazuhisa to obtain the invention of claims 11-12. 
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Allowable Subject Matter 

6. Claims 9-10 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form Including all of the limitations of the 
base claim and any intervening claims. Claims 9-10 are allowable because the closest 
prior art are silent on the claimed amount of carbon black in the claims, and that 
applicants' specification (page 21 . Table 1 ) clearly indicates the criticality of the claimed 
amount of carbon black in claims 9-1 0 for reducing stain on paper during the supply of 
paper. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. David WU can be reached on (571) 272-1114. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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WilliaffTK. Cheung 
Primary Examiner ^J^vlU^2^^i^^ 
October 29, 2004 



